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DETAILED ACTION 

This final office action is in response to the paper filed on 02/02/2006. 
Claim 1, 3, 4, 6, 7, 9, 10, 11, 13-15, and 18 are pending. 
Claims 2, 5, 8, 12, 16, and 17 are canceled. 



All Rejections and Objections not mentioned in this office action has been 

withdrawn. 

All new Rejections and Objections are necessitated by the Applicants' 

amendments. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 1, 3, 4, 6-11, and 18 stand rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claims 1, 3, 4, 6, 7, 9, 10, 11, and 18, Applicants amended the claims to state 
"at least one of the forty-one sHSPs" and still, the possible maximum amount of proteins 
that could be used at the same time in the method is not provided or particularly pointed 
out (whether forty one or only one protein is used at the same time in the method 
claimed). Therefore, the clarification as to the number of proteins should be provided. 



Application/Control Number: 10/791,059 Page 3 

Art Unit: 1653 

New Matter 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7 and 18 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claims 7 and 18 introduce a new matter because nowhere in the specification 
there is a mention that a gel with at least 50% increased number of spots as compared 
to a gel obtained for a corresponding sample composition is presented. 

In case of the evidence to the contrary, examiner asks the Applicants to 
specifically point out the 50% value in the specification. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1 and 15 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lubman et al. (U.S. 2002/0098595 A1 ). 

Lubman et al. teach that heat shock proteins have been identified from the 2-D 
gel, See [0137] page 15; and provide a method analogous to the 2-D gel, where the 
method can be used for proteome analysis. See [0151] page 17. 

Therefore, it would have been obvious to a person skilled in the art to design a 
method for the analysis of proteomes using 2-D gel electrophoresis where the method is 
analogous to the 2-D gel and uses heat shock proteins as disclosed by Lubman et al. 

Applicants argue that the mere fact that heat shock proteins can be identified by 
2-D gel as the target protein does not in any way teach or suggest that heat shock 
proteins can be added for the analysis of proteomes by 2D gel electrophoresis, and 
there is no evidence that one skilled in the art would have been motivated to use it for 
the analysis of proteomes by 2D gel electrophoresis. 

Examiner respectfully disagrees, because even though the exact heat shock 
proteins claimed in the instant invention are not pointed out in Lubman, there is a heat 
shock protein HS27 that is used is Lubman's analysis of proteomes using 2-D gel 
electrophoresis. Therefore, the rejection stands. 

Claims 1, 3, 4, 6, 7, 10, 11, and 13-14 stand rejected under 35 U.S.C. 103(a) as 
being' unpatentable over Willsie et al., Small Heat Shock Protein p26 Associates with 
Nuclear Lamins and HSP70 in Nuclei and Nuclear Matriz Fractions from Stressed Cells, 
J. Cellular Biochem. (2002), 84, p. 601-614, in view of Kitagawa et al., Escherichia coli 
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Small Heat Shock Proteins, IbpA and IbpB, Protect Enzymes From Inactivation by Heat 
and Oxidants, Eur. J. Biochem. (2002), 269, p. 2907-2917. 

Willsie et al. teach a-crystalin protein p26 HSP bound to nuclear matrix proteins 
derived from embryos that were subject to 2-D gel electrophoresis, see page 606, right 
column and page 607, right column. Therefore, Willsie et al. teach compositions of small 
heat shock proteins including a-crystalin protein p26 from Table 1. Willsie et al. teach a 
method of 2-D gel electrophoresis comprising adding small HSPs to a nuclear matrix 
protein mixture and subjecting the mixture to 2-D gel electrophoresis, wherein the sHSP 
is a-crystalin p26 from Table 1 . 

Claims 10 and 1 1 are included in this rejection because sHSPs were effective. 

Willsie et at. teach method of using sHSPs as inhibitors of protein degradation 
because in control blots the proteins were degraded. See Figure 2, page 606, and 
Figure 3, page 607. Willsie at al does not teach the method for the gel electrophoresis 
wherein the protein mixture is total protein is specific cells of prokaryotes and 
eukaryotes, such as E.coli and Pseudomonas. 

Kitagawa et al. teach two small heat shock proteins of E. coli, IbpA and IbpB. 
See page 2909, right paragraph (Expression and purification ofHis-lbpA and His-lbpB 
section). Kitagawa et al. teach two small heat shock proteins of E. coli, IbpA and IbpB, 
but do not teach 2-D gel electrophoresis. 

It would have been obvious to a person skilled in the art to design a method for 
the 2-D gel electrophoresis as disclosed by Willsie et al. and use a protein mixture of 
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IbpA or IbpB (sHSPs) from E.coli as disclosed by Kitagawa et. el. because small heat 
shock proteins help to stabilize other proteins and remain associated with unfolded 
proteins in 2-D gel electrophoresis. 

Applicants argue that Willsie does not in any way disclose, teach or suggest that 
p26 can be used to prevent protein degradation; and that there is no teaching that p26 
can be added to the protein mixture, so as to prevent protein degradation in the 2D gel 
electrophoresis; and that there is no teaching that p26 can be added to the protein 
mixture to inhibit or target protein degradation. 

Also, Applicants argue that Kitagawa does not suggest gel electrophoresis 
sample composition that is resistant to protein degradation, comprising protein that is 
susceptible to degradation by protease, with protease being present in the sample 
composition containing small heat shock protein as recited in claiml, or as required in 
claims 3, 4, and 6. 

Examiner respectfully disagrees because there is a strong motivation to design a 
method for the 2D gel electrophoresis by using sHSP, so as to prevent protein 
degradation as presented in the arguments above based on the references of Willsie et 
al. in view of Kitagawa et al. (as above) 

Conclusion 

No claims are allowed. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Agnes Rooke whose telephone number is 571-272- 
2055. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon Weber can be reached on 571-272-0925. The fax phone number for the 
organization where this application or proceeding is assigned is 571-272-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information about the PAIR system, see http://pair-direct. uspto. gov . Should you have 
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any questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-91 97. 
AR 




